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1) The I.D.S filed 1/30/2004 and 8/01/2005 have been considered 
by the Examiner. However, the Japan and/or foreign document (s), if 
they have not been written in English, are considered to the extent 
that could be understood from the English Abstract and the drawings. 

Form PTO-1449 or PTO/SB/08 is (are) attached herein. 

2) The disclosure is objected to because of the following 
informalities: 

The related applications in the specification must include the 
serial numbers and the filing dates of those applications. 
Appropriate correction is required. 

3) The drawings are objected to under 37 CFR 1.83(a) . The 
drawings must show every feature of the invention specified in the 
claims. Therefore, the " one side is provided with at least two 
data layers on one side and providing data in tracks on one side " ( 
claim 23), " the data layer on first side includes a main portion with 
data track and another area with disc characteristic information " ( 
claim 26), " another area includes rotation indicia defining a 
direction of rotation for the disc that allows data to be read " ( 
claims 27 and 29 ) must be shown or the feature (s) canceled from the 
claim (s) . No new matter should be entered. 

Corrected drawing sheets in compliance with 37 CFR 1.121(d) are 
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required in reply to the Office action to avoid abandonment of the 
application. 

Any amended replacement drawing sheet should include all of the 
figures appearing on the immediate prior version of the sheet, even 
if only one figure is being amended. The figure or figure number of 
an amended drawing should not be labeled as "amended." If a drawing 
figure is to be canceled, the appropriate figure must be removed 
from the replacement sheet, and where necessary, the remaining 
figures must be renumbered and appropriate changes made m to the brief 
description of the several views of the drawings for consistency. 
Additional replacement sheets may be necessary to show the 
renumbering of the remaining figures. Each drawing sheet submitted 
after the filing date of an application must be labeled in the top 
margin as either " Replacement Sheet " or "New Sheet 55 pursuant to 37 CFR 
1.121(d). If the changes are not accepted by the examiner, the 
applicant will be notified and informed of any required corrective 
action in the next Office action. The objection to the drawings will 
not be- held in abeyance. 

4) The title of the invention is not descriptive. A new 
title is required that is clearly indicative of the invention to 
which the claims are directed. The following title is suggested: 
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DOUBLE SIDE OPTICAL DISC HAVING SPIRAL TRACKS OF DIFFERENT 
DIRECTIONS. 

5) The nonstatutory double patenting rejection is based on a 
judicially created doctrine grounded in public policy (a policy 
reflected in the statute) so as to prevent the unjustified or 
improper timewise extension of the "right to exclude" granted by a patent 
and to prevent possible harassment by multiple assignees. A 
nonstatutory obviousness-type double patenting rejection is 
appropriate where the conflicting claims are not identical, but • at 
least one examined application claim is not patentably distinct from 
the reference claim(s) because the examined application claim is 
either anticipated by, or would have been obvious over, the 
reference claim (s) . See, e.g., In re Berg, 140 F.3d 1428, 46 USPQ2d 1226 (Fed. Cir. 
1998); In re Goodman, 11 F.3d 1046, 29 USPQ2d 2010 (Fed. Cir. 1993); In re Longi, 759 F.2d 887, 
225 USPQ 645 (Fed. Cir. 1985); In re Van Ornum, 686 F.2d 937, 214 USPQ 761 (CCPA 1982); In 
re Vogel, 422 F.2d 438, 164 USPQ 619 (CCPA 1970); and In re Thorington, 418 F.2d 528, 163 
USPQ 644 (CCPA 1969). 

A timely filed terminal disclaimer in compliance with 37 CFR 
1.321(c) or 1.321(d) may be used to overcome an actual or provisional 
rejection based on a nonstatutory double patenting ground provided 
the conflicting application or patent either is shown to be commonly 
owned with this application, or claims an invention made as a result 
of activities undertaken within the scope of a joint research 
agreement . 

Effective January 1 , 1994, a registered attorney or agent of 
record may sign a terminal disclaimer. A terminal disclaimer signed 
by the assignee must fully comply with 37 CFR 3.73(b) . 
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6) Claims 1-25 and 28 are provisionally rejected on the ground 
of nonstatutory obviousness -type double patenting as being 
unpatentable over claims 1-24 of copending Application No. 10/718,084. 
Although the conflicting claims are not identical, they are not 
patentably distinct from each other because: 

Claims 3-24 of copending Application No. 10/718,084 recite all 
the features as claimed in claims 1-25 and 28 of this instant 
application with slightly different in languages. However, this 
different is not a patentable weight since the body of these claims 
recite the same structures and/or functions with each other and this 
would not make them a patentable distinction. 

This is a provisional obviousness -type double patenting 
rejection because the conflicting claims have not in fact been 
patented. 

7) Claims 26,27 and 29 are rejected under 35 U.S.C 112, 1 st paragraph, 
as failing to comply with the written description requirement. The 
claim (s) contains subject matter which was not described in the 
specification in such a way as to reasonably convey to one skilled 
in the relevant art that the inventor (s) , at the time the 
application was filed, had possession of the claimed invention. 

Claims 26,27 and 29 recite the features of " the data layer on 
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first side includes a' main portion with data track and another area 
with disc characteristic information " (claim26) t " another area 
includes rotation indicia defining a direction of rotation for the 
disc that allows data to be read " ( claims 27 and 29 ) which were not 
described in the specification . Therefore, someone of ordinary 
skill in the art cannot practice the invention. 

8) The following is a quotation of the appropriate paragraphs 
of 35 U.S.C. 102 that form the basis for the rejections under this 
section made in this Office action: 

A person shall be entitled to a patent unless - 

9) (b) the invention was patented or described in a printed publication 
in this or a foreign country or in public use or on sale in this country, 
more than one year prior to the date of application for patent in the 
United States. 

10) Claims l-25and28 are rejected under 35 U.S.C. 102(b) as 
being anticipated by ITO et al ( 5,881,032 ). 

ITO et al discloses an optical disc as claimed in claim 1, 
comprising: 

a first side and a second side, each side including a first 
data layer and a second data layer ( Figs.lA and IB, data layers LI 
and L2, figures 13A, 13B and 13D, data layers LI and L2 ); 

wherein data are arranged on the data layers of first side 
along first spirals oriented in a first direction when viewed on 
first side, and data are arranged on the* data layers of second side 
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along second spirals oriented in a direction opposite that of first 
spirals when viewed on second side ( Figs.lA and IB, the spiral 
tracks on each side are opposite directions when view on each side, 
figures 13A and 13B, the spiral tracks on each side are opposite 
directions when view on each side ) . 

As to claim 2, ITO et al shows the double sides optical disc 
has a periphery and a hub, and wherein data are contained on tracks 
having spiral orientations between periphery and hub ( figures 1A, 
IB, 13A and 13B, the hub is located at the center of the disc ) . 

As to claim 3, ITO et al shows the double sides optical disc 
has lead-in area and lead-out area ( Fig. ID, lead-in area la and 
lead-out area lb ) . 

As to claim 4, ITO et al shows wherein data are arranged on the 
disc to be played in sequence starting with data on first side and 
ending with data on second side ( Fig. ID, reproduction direction ). 

Claim 5 is rejected with the same reasons set forth in claim 1 
above . 

As to claim 6, ITO et al shows the double sides optical disc 
has bottom layer having bottom track extending between the hub and 
peripheral of the disc ( figures 1A, IB, ID, 13A, 13B and 13D, the hub 
is located at the center of the disc ) . 

As to claims 7-11, ITO et al shows the data are arranged from 



Application/Control Number: 10/716,113 
Art Unit: 2627 



Page 8 



one layer and ending at the other layer ( Figs. ID and 13D ) . 

As to claim 12, ITO et al shows the first track of the sequence 
starts from the periphery and extends toward the hub and the last 
track of the sequence starts from the hub and extends toward the 
periphery ( Fig. 2, L2 and L3 ) . 

As to claim 13, ITO et al shows the sequence starts at the 
periphery of the disc and ends at the periphery of the disc ( Fig. 2, 
L2 and L3 ) . 

As to claim 14, ITO et al shows the sequence starts at the hub 
and ends at the hub of the optical disc ( Fig. ID, reproduction 
direction ) . 

As to claim 15, ITO et al shows the layers on each side has 
spiral track in opposite direction ( figures 1A, IB, 13A and 13B 
have the spiral tracks in opposite directions ) . 

Claim 16 is rejected with the same reasons set forth in claim 1 
above . 

Claim 17 is rejected with the same reasons set forth in claim 2 
above . 

Claim 18 is rejected with the same reasons set forth in claim 3 
above . 

Claim 19 is rejected with the same reasons set forth in claim 4 
above . 
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Method claim (s) 20 is drawn to the method of using the 
corresponding apparatus claimed in claim 1. Therefore, method claim 
20 is rejected for the same reasons of anticipation (obviousness) as 
used above . 

Claim 21 is rejected with the same reasons set forth in claim 
17 above. 

Claim 22 is rejected with the same reasons set forth in claim 
19 above. 

As to claim 23, ITO et al shows one side is provided with at 
least two data layers on one side and providing data in tracks on 
one side ( Fig. 2, LI, L2, L3 and L4 ) . 

Claim 24 is rejected with the same reasons set forth in claim 1 
above . 

As to claim 25, ITO et al shows data track includes program 
data ( Fig. ID, reproduction ). 

As to claim 28, ITO et al shows data track is blank so that it 
can accept data ( Fig. ID, the data layers LI and L2 are blank before 
recording information data ) . 

11) The following is a quotation of 35 U.S.C. 103(a) which 
forms the basis for all obviousness rejections set forth in this 
Office action: 

(a) A patent may not be obtained though the invention is not identically 
disclosed or described as set forth in section 102 of this title, if the 
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differences between the subject matter sought to be patented and the prior 
art are such that the subject matter as a whole would have been obvious at 
the time the invention was made to a person having ordinary skill in the 
art to which said subject matter pertains. Patentability shall not be 
negatived by the manner in which the invention was made. 

12) This application currently names joint inventors. In 
considering patentability of the claims under 35 U.S. C. 103(a), the 
examiner presumes that the subject matter of the various claims was 
commonly owned at the time any inventions covered therein were made 
absent any evidence to the contrary. Applicant is advised of the 
obligation under 37CFR1.56 to point out the inventor and invention 
dates of each claim that was not commonly owned at the time a later 
invention was made in order for the examiner to consider the 
applicability of 35 U.S.C. 103(c) and potential 35 U.S.C. 102(e), (f) or (g) prior 
art under 35 U.S.C. 103(a) . 

13) Claims 26,27 and29 are rejected under 35 U.S.C. 103(a) as 
being unpatentable over ITO et al ( 5,881,032 ). 

ITO et al discloses all the subject matter as claimed in claims 
26,27 and 29, except to specifically show an indicia for defining a 
direction of rotation of the optical disc. However, the indicia for 
defining a direction of rotation is inherently in every optical disc 
with spiral track since without this feature the optical disc cannot 
be correctly rotated during reproducing process. Therefore, one 
of ordinary skill in the art at the time of the invention was made 



Application/Control Number: 10/716,113 
Art Unit: 2 62 7 



Page 11 



would have been motivated to use an indicia in ITO et al's double 
side optical disc for defining the rotation of the medium as 
claimed. 

14) Claims 1,2,3,5,16-18,20,21,24,25 and 28 are further rejected under 
35 U.S.C. 102(b) as being anticipated by O'HARA et al ( 5,418,774 ) . 

O'HARA et al discloses an optical disc as claimed in claim 1, 
comprising: 

a first side and a second side, each side including a first 
data layer and a second data layer ( Fig. 3, recording layers A and B 
on both sides ) ; 

wherein data are arranged on the data layers of first side 
along first spirals oriented in a first direction when viewed on 
first side, and data are arranged on the data layers of second side 
along second spirals oriented in a direction opposite that of first 
spirals when viewed on second side ( figures 4a, 4b, 5a and 5b. See 
also column 7, line 52 to column 8, line 24 ) . 

As to claims 2 and 3, the features of optical disc includes 
lead-in area, lead-out area, a periphery and a hub and wherein data 
are contained on tracks having spiral orientations between periphery 
and hub is inherent in every optical recording disc. 

Claims 5,16 and 24 are rejected with the same reasons set forth 
in claim 1 above. 
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Method claim (s) 20 is drawn to the method of using the 
corresponding apparatus claimed in claim 1. Therefore, method claim 
20 is rejected for the same reasons of anticipation (obviousness) as 
used above. 

Claims 17 and 18 are rejected with the same reasons set forth 
in claims 2 and 3 above. 

As to claim 21, O'HARA et al shows forming tracks in radial 
direction between periphery and hub ( figures 4a, 4b, 5a and 5b. The 
hub is center of the spiral track ) . 

As to claim 25, O'HARA et al shows data track includes program 
data ( Fig. la, the data on the track is reproduced ) . 

As to claim 28, O'HARA et al shows data track is blank for 
recording information data ( the double sides optical disc original 
is blank for storing information data into spiral track ) . 

15) The prior art made of record and not relied upon is 
considered pertinent to applicant's disclosure. 

Applicant is reminded that in amending in response to a 
rejection of claims ( if the rejection involves with any applicable 
arts ) , the patentable novelty must be clearly shown in view of the 
state of the art disclosed by the references cited and the objection 
made. Applicant must also show how the amendments avoid such 
references and objections. See 37 CFR § 1.111(c). 
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Form PTO-892 is attached herein. 

16) Any inquiry concerning this communication or earlier 
communications from the examiner should be directed to TAN XUAN DINH 
whose telephone number is (571)272-7586. The examiner can normally be 
reached on MONDAY to FRIDAY from 8:00AM to 5:30PM. 

The FAX phone number for the organization where this 
application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be 
obtained from the Patent Application Information Retrieval (PAIR) system . Status 
information for published applications may be obtained from either 
Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more 
information about the PAIR system, see http://pair-direct.uspto.gov/ . Should 
you have questions on access to the Private PAIR system, contact the 
Electronic Business Center (EBC) at 866-217-9197 (toll-free). 
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